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Brief on Appeal under 37 C.F.R. S4137 

Sir: 

This is an appeal from the Examiner's final rejection of Claims 1, 2, 4 to 19 and 21 to 25, 
dated June 15, 2005. Claims 1, 2, 4 to 19 and 21 to 25 are currently pending in the application. 
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Real Party in Interest: 

The real party in interest is BASF Aktiengesellschaft, 67056 Ludwigshafen, Germany. 

Relatbd Appe als and Intcrferences: 

To the best of the undersigned's knowledge, there are no related appeals or interferences with- 
in the meaning of 37 CRR, §4l,37(c)(l)(ii). 

Status of toe Claims: 

The claims on appeal before the Board of Patent Appeals and Interferences are Qaims 1, 2, 
4 to 19 and 21 to 25. The current status of those clakns is 

Claims 1> 2, 4 to 19 and 21 to 25 are currently pending; 

Claims 1, 2, 4 to 19 and 21 to 25 stand rejected;(^) 

No claim stands allowed; 

No claim stands objected to; and 

No claim stands withdrawn from consideration, 
A copy of these pending claims is found in the attached Qaims Appendix* 

Status of the Amendments: 

No amendments have been filed in this application subsequent to the final rejection. 

Summary op the Claimed Subject matfer: 

In a first aspect, appellants' invention relates to certain impregnated salts which are defined 
in Qaims 1<?>2P) 4,(^) 5,(^ 22('5) and 23 to 25,(7) and to the preparation thereof which is defined 
in Claims 12 and 13 .(^) The respective salts of appellants* invention as defined in Qaim 1 are re- 
quired to meet the following oriteria: 

appellants' salts have a particle size of 10 \xm to 2000 \xm; 

appellants' salts comprise at least one salt of one or more carboxylic acids; 

(1) The omission of Oaim 22 in the status of the claims indicated by the Examiner in No. 7. of the Advisory Action dated July 28, 
Z0Q5, is deemed to be due to an error on the part of the Examiner. 

(2) Cf, eg. cJ&o page 2, hidicated lines 22 to 26, page 4, indicated lines 11 to 15, of the application. 

(3) Cf. eg. also page 3, mdicated lines 26 to 2S, of the application. 

(4) Cf. eg. also page 3, indicated lines 39 to 47, of the application. 

(5) Cf. eg. also page 3, indicatted lines 30 to 32, of the application. 

(6) Cf, eg. also page 3, indicated lines 30 to 32, of the application. 

(7) Cf. eg. also page 3, indicated lines 12 to 17, of the application. 

(8) Cf. eg. also page 2, indicated lines 34 to 38; page 4, indicated line 11 , to page 5, indicated line 12, and page 8, indicated lines 
12 to 15, of the application. 
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the at least one salt of the oae or more carboxylic acids comprised in appellants' salts be im- 
pregnated with from 0*5 to 30% by weight, based on the amount of the carboxylic acid salt(s), 
of at least one carboxylic acid, and 

the at least one carboxylic acid which is employed for impregnating the at least one salt of the 
one or more carboxylic acids comprised in appellants* salts be liquid or become liquid at a 
temperature of 40*^C or below. 

Upon impregnation of the carboxylic acid salt with the specified amounts of the particular liquid 
acid to obtain appellants* impregnated salts, the liquid acid penetrates into the salt crystals> so that 
the impreguated salts defined in appellants* claims are solid substances.^) 

Appellants* invention seeks to solve the problems encountered when short-chain organic 
acids such as formic acid, acetic acid or propionic acid are used for acidifying and for preserving 
human or animal food,(^^) and appellants have found that the impregnated salts provide for a com- 
position which not only has a maximum content of carboxylic acid for acidifying and preservation, 
but also display very little odor, if any, and exhibit good storage, flow, and processing properties.P^) 
Corresponding to the problem to be solved by appellants* invention, some of the preferred embodi- 
ments of appellants* in^egnated salts require 

that the carboxylic acids in the carboxylic acid salts and the carboxylic acid used for impreg- 
nating the carboxylic acid salts be identical;(^2) and/or 

that the at least one salt of a carboxylic acid be a salt of an add selected from the group con- 
sisting of formic acid, acetic acid or propionic acid, and that tiie salt be impregnated with at 
least one carboxylic acid selected from the group consisting of formic acid, acetic acid or pro- 
pionic acid*(^^) 

In light of the foregoing, a second aspect of appellants* invention relates to a certain preservative 
which comprises the impregnated salts of appellants' Claim 1, which is defined in Claims 6,(^'^) 
7,(15) 8 to 10,(1^ H,<^'^ 17(1^) and 18 to 19(^^\ and to the preparation of the preservative which is 

(9) Cf. eg. page 4, indicated lines 1 1 to 22» of the application. 

(10) Cf. pag& 1. indicated line 18, to page 2, indicated line 20, of the application. 

(11) Cf. eg. pa^e 2, indicated lines 17 to 26, in conjunction with page 1, indicated lines 18 to 27, of the application. Note also in this 
context page 3, indicated lines 1 1 to 19,of the application. Note also intbisoontextpage 9, indicated line 20, to page 10, indicated 
line 28, of the application. 

(12) Cf. Qaim 4^ and page 3. indicated lines 39 to 47. of the application, 

(13) Cf. Qaim 22, dnd page 3, indicated lines 30 to 32, of the application. 

(1 4) Cf. eg. aJ$o page 2, indicated lines 28 to 32, and page 5, indicated lines 20 to 25, of the application. 

(1 5) Cf. eg. also page 5. hidicated lines 23 to 25, and page 5» indicated line 33, to page 6, indicated line 6, of the appUcation. 

(16) Cf. eg. also page page S, indicated lines 27 to 31, page 6, indicated lines 1 7 to 26, and page 7, indicated lines 19 to 44, of the 



(17) Ct eg, also page 5, indicated lines 27 to 31, and page 7, indicated line 46, to page 8, indicated line 3, of the application. 

(18) Cf. eg. also page 5, indicated lines 23 to 25, of the application. 

(19) Cf. eg. also page 6, indicated lines 22 to 26, of the application. 
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defined in Qaim$ 14 and 15.pt>) Apart firom the impregnated salts of appellants* Claim 1, the preser- 
vative of appellants' invention comprises a carrier, a protective agent, a dusting powder an<t/or for- 
mulation auxiliaries and the like as optional additional constituents. The preservative is obtained by 
mixing the impregnated salts with one or more of the carriers and/or formulation auxiliaries, and 
then agglomerating the mixture, optionally with the addition of at least one binder to obtain gran- 
ules,(2i) 

Last but not least, appellants' invention provides for certain methods of using the impregnated 
salts or the preservative which are defined in Qaims 16 andl7,(^) in which the impregnated salts 
or the preservative are added to human or animal food for preserving or acidifying it, or the imjMreg- 
nated salts or the preservative are introduced into, or placed on, an item to treat that item with 
acid.(23) 

GrOUNIXS^ QF REJECnON TO BE REVTBWED: 

1. Whether the Examiner erred finding that the subject matter of appellants' Qaims 1, 2, 4 to 19, 
21 and 23 to 25 was unpatentable under 35 U.S.C. §103(a) for being rendered prima facie 
obvious by the teaching of van Ooyen (EP 0 608 975) v^en taken in view of the disclosure of 
K&tani et al. (US 4,122,187). 

n. Whether the Examiner erred finding that the subject matter of appellants' Claims 1, 2, 4 to 19, 
21 and 23 to 25 was unpatentable under 35 U.S.C. §103(a) for being rendered prima facie 
obvious by the teaching of Gonthier et aL (US 3,^00,198) when taken in view of tiie disclosure 
of Kotani eta!, (ibid.). 

in. Whether the Examiner erred finding that the subject matter of appellants' Claim 22 was un- 
patentable under 35 U.S»C. §103(a) for being rendered prima facie obvious by the teaching 
of van Ooijen (ibid.) when taken in view of the disclosure of Kotani et al, (ibid«) and farther 
in view of the disclosure of Gonthier et aL (ibid.). 

The arguments regarding issues 1. and II. which are set forth in the following focus primarily 
on the particularities of the impregnated salts specified in Qaim 1. Those arguments are, however, 



(20) Cf. eg. al£C p^e 2, indicated line 40, to page 3, indicated line 9, page 6, indicated line 28, to psge 7, indicated lioe 17, and page 
8, indicated lines 15 to 37, of the ^plication. 

(21) Cf. eg. page 6, indicated line 41, to page 7, indicated line 4, of tlie application. Note also in this context page 10, indicated line 
32, to page 13, indicated line 45, of the application. 

(22) Cf. eg. also page $, indicated line 39, to page 9, indicated line 1, and page 9, indicated lines 10 to 14, of the application. 

(23) Note also in this context page 14, indicated lines 1 to 8» of the application. 
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equally applicable where Claims 2, 4 to 19 and 21 to 25 are concerned becaijse those claims incor- 
porate the subject matter of Claim 1, either directly or indirectly, by reference,<^) 

It is additionally respectfully noted with regard to the issues 1. and 11* that the Examiner did 
not include Claim 22 in the respective final rejections. Appellants' Claims 23 to 25 depend on Qaim 

22 and, therefore, incorporate all of the limitations set forth in Qaim 22. If an independent claim 
is non-obvious under 35 U.S*C* §103, then any claim depending therefrom is non-obvious/^^ The 
Examiner's inclusion of Claims 23 to 25 in issues 1. and II. is, in light of those principles, deemed 
to be in error for being inconsistent with the Examiner's exclusion of Claim 22 from those issues. 

I. For the following reasons, the Examiner's finding that appellants' Claims 1, 2. 4 to 19. 21 and 

23 to 25 are unpatentable under 35 US. C SI 03 (a) in light of the teaching of van Ooi jen (EPO 608 
975) when taken in view of the disclosure of Kotani et aL (US 4J22A87) is deemed to be in error. 

The teaching of van Ooijen seeks to mitigate the problems which are encountered when hy- 
droxycarboxylic acids, especially lactic acid, which are hygropscopic and syrupy liquids under am- 
bient conditions are to be stored and used.^^^ Van Ooijen addresses this problem by releasably 
binding the hydroxycarboxylic acid,(2'7) making use of the principle that a first add is released from 
its sah when a salt of the first acid is dissociated in a suitable aqueous or non-aqueous system in the 
presence of a second acid which has a lower pKa value than the first acid.(^) Accordingly, van Ooi- 
jen converts Uxo hydroxycarboxylic acid, for storage and handling, into an alkali mfetal salt or an 
alkaline earth metal salt, and combined the salt of the hydroxycarboxylic add with an aliphatic car- 
boxylic acid which has a lower pKa value^ ie. which is more addic, than the hydroxycarboxylic 
add. The release of the hydroxycarboxylic add for use is then achieved by bringing the admixture 
of the hydroxycarboxylic add salt and the aliphatic carboxylic add into contact with a suitable 
aqueous or non-aqueous system which allows that the salt and the add dissodate.C^^) Once the ad- 
mixture of the salt and the aliphatic carboxylic acid have been allowed to dissodate, the hydroxy- 
carboxylic acid is released while the aliphatic carboxylic add combines with the alkali metal or 
alkaline earth metal ionX^^) 

In view of the principles underlying the procedure employed by van Ooijen and the result 
which is sought, van Ooijen point out that it is preferable that the aliphatic carboxylic add compo- 

(24) If an independent daim is oon-obviou& under 35 U,S.C. §103^ then any claim depending therefrom is non-obvious ^ re Pine. 
837 R2d 1071. 5 USPQ2d 1596 (CAFC 1988)). 

(25) Of, !n re Fine. 837 F.2d 1071, 5 USPQ2d 159IS (CAPC 1988). 

(26) Cf. page 2, indicated lines 3 to 15, of £P 0 608 97$. 

(27) Cf. eg, page 2, indicated lines 1 and 2* of 0 60S 975. 

(28) Cf. eg. page 3, indicated lines 27 to 31, oiEP 0 608 975. 

(29) Cf. eg. page 2, indicated lines 16 to 19, of JSi* 0 60$ 975, 

(30) Cf. eg. page 2, indicated lines 26 to 32, of EP 0 608 975, 
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nent and the alkali metal or alkaline earth metal ion be selected such that the salt of the aliphatic 
carboxylic acid which is fonned upon use of the admixture have a low solubility in the solvent sys- 
tem* It is, therefore, preferred according to the teaching of van Ooijen to employ an alkaline earth 
metal salt of the hydroxycarboxyiic acid in combination with an aliphatic carboxylic add such as 
trans-fumaric add, maleic acid, malonic acid, and methyl-malonic acid.(31) 

The disdosure of Kotani etoL addresses problems which are encountered due to the odor and 
the particle size of sorbic acid, which has a melting point of above 100*>C, and certain double salts 
of sorbic acid which are obtained when a solution of sorbic acid and the salt of an organic or inor- 
ganic add is reacted to form the double salt, and the double salt is subsequently predpitated,^^^) 
Kotani et aL disclose that the irritating odor and the scattering of the fine powders of sorbic add and 
the double salts thereof is decreased when the sorbic acid or the doxible salt thereof is combined with 
from 0.05 to 5 parts by weight of glycerirL(^^) 

The Examiner argued that appellants^ invention was prima fade obvious under ttie provisions 
of Section 103(a) because 

van Ooijen allows for the use of liquid aliphatic adds and the impregnation of the salt of the 
hydroxycarboxyiic acid with sudi liquid aliphatic carboxylic acids;(^) 
van Ooijen states that the salt of the hydroxycarboxyiic add may be admixed or impregnated 
with from 1 to 90% by weight, preferably &om 40 to 60% by weight, of the aliphatic carbox- 
ylic add, it being most preferred that the aliphatic carboxylic add and tiiie hydroxycaiboxy- 
late salt be employed in equimolar amounts;(^^ and 

Kotani et aL refer to sorbic add and certain double salts thereof which have a particle size of 
from less than 100 fxm to more than 300 |xm- 

(36) 

"In determining the propriety of the Patent OfHce case for obviousness in the first instance, it is 
necessary to ascertain whether or not the reference teachings would appear to be suffident for one 
of ordinary skill in the relevant art having the reference before him to make the proposed substitu- 
tion, combination, or other modification.K^^ The mere fact that references can be combined or 
modified does not render the resultant combination obvious unless the prior art also suggests the 
desirability of the combination or modification, and obviousness can only be established by com- 
bining or modifying the teachings of the prior art to produce the claimed invention where there is 

(31) Cf. eg, page 2, indicated lines 47 to 54, of £P 0 608 975. 

(32) Cf. eg. col. 1 , indicated lines 1 7 to 3 1 . and col. 2^ indicated lines 65 to 68» of US 4,122,187. As concerns the double salts of soitic 
acid cf, eg. col. 2, indicated lines to 64, of US 4^22,187, 

P3) Cf. eg. col. 2, indicated lines 4 to 24, of US 4,122^87. 

(34) Cf. page 3. indicated lines 12 io 15, oiEt' 0608 975. 

(35) Cf. page 3. indicated lines IB to21, of EF 0608 975. 

(36) Cf. col. 1, indicated lines 21 to 31, and ooL 6, indicated lines 3 to 5, oiVS 4J22,287, 

(37) In reenter. 458 P.2d 1013, 1016, 173 VSPQ 560, 562 (CCPA l?72), 
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some teaching, suggestion, or motivation to do so found either explicitly or implicitly in the refer- 
ences themselves or in the knowledge generally available to one of ordinary skill in the art.^^ 
There are three possible sources for a motivation to combine references: the nature of the problem 
to be solved, the teachings of the prior art, and the knowledge of persons of ordinary skill in the 
art",(^^) the strongest rationale for combining references being a recognition, expressly or impliedly 
in the prior art or drawn from a convincing line of reasoning based on established scientific prin- 
ciples or legal precedent, that some advantage or expected beneficial result would have been pro- 
duced by their combination.t^) Appellants respectfully urge that, at the time appellants made their 
invention, there was no motivation to modify the teaching of van Ooijen in light of the disclosure 
oiKotani €tal. miht manner which is necessary to arrive at the specifics of the impregnated salts 
defined in appellants' Qaim 1. 

Based on the teaching of van Ooijen and the disclosure of Kotani et al., a person of cardinary 
skill in the art could not reasonably expect to produce any advantage or beneficial result by employ- 
ing an aliphatic carboxylic acid which is liquid at a temperature of 40^C or below. The preferred 
aliphatic carboxylic acids which are mentioned by van Ooifen are, without exception, solids which 
have melting or sublimation points above 100°C, Kotani et oL refer to the use of salts of such acids, 
rather than the use of the acids per se, in the preparation of the sorbic acid double salts, and aliphatic 
carboxylic acid which is liquid at a temperature of 4GPC or below exhibit a sharp or pungent 
odorX^O Moreover, the amount of the aliphatic carboxylic acid which is employed in accordance 
with the teaching of van Ooijen determines how completely the salt of the hydroxycarboxylic add 
is converted into the desired hydroxycarboxylic acid, ie. how completely the hydroxycarboxylic 
acid is liberated from the salt upon use. There was therefore no reasonable expectation to arrive at 
an advantage or a benefidal result by employing any aliphatic carboxylic add in less than equimo- 
lar amounts. The teachings of the prior art upon which the Examiner relied in the final rejection of 
appellants' clauns are therefore not suited to motivate a person of ordinary skill in the art to do what 
appellants have done. 

The nature of the problems which appellants sought to address with their invention is equally 
unsuited to guide a person of ordinary skill in the art to select the particular requirements of appel- 
lants' impregnated salts based on the information which is conveyed by the teaching of van Ooijen 
and by the disclosure of Kotani et aL According to the disclosure of Kotani et ah, the problem of 
odor is encountered with sorbic acid and with double salts thereof, and the problem can only be 

(38) TrtfeMnis. 916 680, 16 USPQ2d 1430 (CAFC 1990), InreVafcck. 947 F.2d 4S8, 20 USPQM 1438 (CATC 1991). 

(39) InreRouffet 149P.3d 1350, 1357, 47USPQ2d 1453, 1457-58 (CAFC 1998) (Tliecombinatigrt of the references taught every 
element of the claimed invention, however without a tnotivation to eomblnei a lejection based on a prima facie case of obvious 
was held improper.). 

(40) InreSemaker, 702 F:2d 989. 994-95, 217 USPQ 1, 5-6 (CAFC T983> 

(41) Cf. eg. page 1, indicated lines 13 to 23, of the applicatioa. 
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obviated by adding to the sorbic acid or the double salt thereof certam amounts of glycerin. The 
teaching of van Ooijen merely mentions in the abstract that the method of combining the salt of a 
hydroxycarboxyUc acid with an acid of a lower pKa masks the unpleasant odor of the hydroxycar- 
boxylic acids. Moreover, the primary focus of van Ooyen's teaching resides in admixtures of hy- 
droxycarboxylic add salts with solid aliphatic acidsX'*^) A person of ordinary skill in the art would 
reasonably attribute the masking of the the unpleasant odor of the hydroxycarboxylic acids to the 
fact that the hydroxycarboxylic acid is converted into its salt for storage and handling. Correspond- 
ingly, a person of ordinary skill in the art would not reasonably expect that the method of van Ooi^ 
Jen is suitable to make any odor generated by the add which is combined with the hydroxycarbox- 
ylic add salt. Accordingly, a person of ordinary skill could not find any suggestion in the teaching 
of van Ooijen that the combination of a carboxyUc acid salt with a carboxylic add which is liquid 
or becomes liquid at a temperature of 4(y>C or below would be suitable to mask the odor of the liquid 
or semi-liquid add. The problem underlying appellants' invention can therefore also not serve to 
provide a person of ordinary skill in the art with a reasonable motivation to combine the teaching 
of van Ooyen and the disclosure otKotani et at. 

Last but not least, the Examiner did not point to any particular knowledge in the pertinent art 
whidi would have motivated a person of ordinary skill in the art to modify the teaching of van Ooi- 
jen in Ught of the disclosure of Kotani etaL in the manner which is necessary to arrive at appellants' 
impregnated salts, nor is such a knowledge apparent to appellants. f^^) Instead, the Examiner selec- 
tively picked out craly those statements from the references which mirror elements of appellants' 
claims and combined those statements so as to produce the daimed subject matter. The Examiner's 
respective selection and combination is, in light of the foregoing, clearly not guided by any infor- 
mation conveyed by the references or by the knowledge which was available at the time appellants 
made their invention. W Also, rather than presenting a convincing line of reasoning why a person 
of ordinary skill in the art would have done what appellants did in light of the technical information 
which was available at the pertinent point in time, or suitable legal precedent, the Examiner merely 
asserted that a person of ordinary skill in the art could have, and therefore would have, made the 
selection and combination which yields in the provisions recited in appellants* claims. However, as 
pointed out above, the mere fad that references can be combined or modified is not sufficient to 



(42) The preferred aliphatic carboxylic acids which are mentioned by van Ooijen are, without exception, solids which have melting 
or subKmation points above 100^. 

(43) The level of skill tn the an cannot be relied upon to provide the suggestion to Combine refeneaoes. Al-Site Coip. v. VSI lnt*\ Inc. . 
574 F.3d 1308, 50 USPQ2d 1161 (CAFC 1999). Sec also In re Lee. 277 F3d 1336, 13*2-44, 61 USPQ2d 1430, 1433-34 
(CAFC 2002) discussing Ihe importance of relying on objective evidence and making Specific factual findings with respect to 
the motivatioD to combine rcfbrenoes. 

(44) a eg. Gore A Assocs., Inc. v. Garlock. Inc. 721 F.2d 1540, 1553, 230 USPQ 303 312^313 (CAFC 19«3): "Tb imbue one of 
ordinary skill in die art with the knowledge of the invention in suit, when no prior art reference or references of tecoid convey 
orsuggesi thatknowledge, isto fall victim to the inaidiousefifectof a hindsightsyndrome wherein which only the inventor taught 
is used against the teacher." 



05I0I3 



-8- 



.PA6E11/18*RCVDAT1(1114/20057:02:55PM [Eastern Daylight Time^ 



Fax sent by : 2026590185 



NDDQ LLP 



18-14-05 19:87 



Pg: 12/18 



Serial No. <»/487,000 BROCKEL et al. PF 0000048320 

establish that the claimed invention was prima facie obvious where the motivation to make the 
selection and combination is Iacking.('^5) 

Furthermore, appellants' Qaim 4 requires that the acid of the carboxylic acid salt and the car- 
boxylic acid which is employed for impregnating the salt be identical. For the principles underlying 
the teaching of van Ooijen to apply it is, however, mandatory that the aliphatic acid whidi is com- 
bined with the salt have a pKa value which is below the pKa of the hydroxycarboxylic add of the 
hydrcxycarboxylic acid salt A modijRcation of the teaching of van Ooijen as is necessary to attive 
at the subject matter which is defined in appellants^ Qaim 4 would, therefore, not only change the 
principle of operation of the compositions addressed in the teaching of van Ooijen but also render 
the compositions taught by van Ooijen unsatisfactory for their intended purpose. If the pr<^osed 
modification or combination of the prior art would change the principle of operation of the prior art 
invention being modified, then the teachings of the references are not stiffident to render the claims 
prima facie obvious/^ Also, if the proposed modification would render the prior art invention 
which is being modified unsatisfactory for its intended purpose, then there is no suggestion or mo- 
tivation to make the proposed modification.C^T) 

In light of the foregoing, it is appellants' position that the Examiner erred finding that the 
subject matter of Qaims 1, 2, 4 to 19, 21 and 23 to 25 is rendered unpatentable under Section 103(a) 
by the teaching of van Ooijen when taken in view of the disclosure oiKotani et al. 

For the following reasons. theExaminer 'sfindmQ that avDellants' Claims L 2. 4 to 19. 21 and 
23 to 2$ are unpatentable under 35 U.S. a 5103(a) in Iwht of the teaching <yf Gonthicr ct al, /us 
3m.m) when taken in view of the disclosure g/Kot ani et al, (ibid.) is deemed to be in error. 

The teaching of Gonthier et aL relates to a mixture of propionic acid and benaxjic add whi(± 
is buffered to a pH below 7 and preferably between 4 and 5 with the corresponding alkali metal or 
magnesium salts of those acids, and which exhibits synergistic bioddal properties. W The molar 
ratio of the add salt to the corresponding add may vary from 0.1/1 to 100/1, and the quantities of 
(propionate + propionic acid) to (benzoate + benzoic add) are preferably between 0.5/1 and 

99/1,(49) 



(45) Of. InreNflpfer, 55 F3<f, 610, 613, 34 USPQ2d 1782, 1784 (CAFC 1 995): 'X>bviousness cannot be established by combining 
the teachingsof the prior art to produce the claimed invention, absent some teadiing, swgrotion or incentive supportine the com- 
bination."; ^nfft<?^ie^r> S15 F.2d 686, 688, 2 USPQ2d 1276, 1278 (CAFC 1987); rn i ^ftV^^ ff)^ ) 371 F:2d 115, U7, IQ 
USPQ2d 1397, 1399 (CAFC 1989): "[t]he mere fact that the prior artcovW be somodified wo^^^ 

obvious unless the prior art suggested die desirability of the modification*^, quoting In re Gordon- 733 R2d 9(X), 902, 221 USPQ 
1125, 1127 (CAfC 1984) 

(46) Cf. lajtRglti, 270 810, 123 USPQ 349 (CCPA 1959> 

(47) Cf. ^nfffOQT^on, 733 F.2d 900, 221 USPQ 1125 (CAFC 1984). 

(48) Cf, col. 1, indicated lines 46 to 63, of VS 3,600,198. 

(49) Cf. col. 1 . indicated lines 64 to 72, of US 3,600,198. 
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Abuffered system as addressed by the teaching of GonthieretaL balances the pH over certain 
ranges by adjusting the equilibrium state of the dissociated form and the associated form of an acid 
salt based on the amount of additional acid which is present in the buffer. It is accordingly one pre- 
condition for a buffer system that the acid salt be dissociated to a certain extent, and it is another 
precondition that associated salt be provided in a medium which allows the salt to promptly dissoci- 
ate when the amount of additional add which is present in the system is altered. A system which is 
in the solid state does not aUow for a dissociated state of the salt. The soUd state of a system, there- 
fore, prevents any equilibrium of the dissociated form and ttie associated form of the acid salt as 
well as any adjustment of such equilibrium of the dissociated form and the associated form. There- 
fore, the buffered mixtures which are addressed in the teaching of Gonthier et at. are necessarily, 
at least to a certain extent, in liquid form. 

The biocidal buffered mixtures of Gonthier et al. are employed by introducing the additive 
into water, by sprinkling the additive onto ice, by incorporating it into brine or waste intended after 
drying for cattle feed f abrication,(50) or by adsorbing a diluted solution of the buffered mixture on 
an inert filler and treating fish flours directly by spraying die adsorbateX^^) 

The Examiner argued that the subject matter of appellants' claims was rendered prima fecie 
obvious under Section 103(a) by the teaching of Gonthier et oL when taken in view of the disclo- 
sure of Kotani et aL because 

Gonthier et al, disclose a preservative-like "impregnated salt" containing like adds and salts 

in amount from 0,1/ 1 to 100/1, referring to coL 1, indicated lines 64 to 73, and to Claims 1, 

2 and 4 to 6, of US 3,600,198, and 

Kotani et aL refer to sorbic add and certain double salts thereof which have a particle size of 
from less than 100 urn to more than 300 pim.(52) 

However, as pointed out in the remarks regarding the teaching of Gonthier et aL^ the buffered sys- 
tems which are addressed in that teadting are necessarily, at least to a certain extent, in liquid form. 
The disclosure of Kotani et aL, on the other hand, deals with problems encountered due to fine 
particles of sorbic add and double salts thereof. There was therefore also no motivation for a person 
of ordinary skill in the art to modify the teaching of Gonthier et aL in light of the disclosure of 
Kotani et al. Nor was there any motivation for a person of ordinary skill in the art to turn away from 
the buffered systems taught by Gonthier et aL which are, at least to a certain extent, in liquid form, 
and to focus instead on solid salts having a certain particle size as would have been necessary to 
arrive at the spedfics of the impregnated salts which are referenced In appellants' claims. To the 
contrary, a person of ordinary skill in the art considering the disclosure of Kotani et al. that particu- 

(50) Ct ooL 2, indicated lines 33 lo 4S, of US 3,600,19$, 

(51) Cf. ool. 2, indicated lines 48 to 52, of US 3,600,198. 

(52) Cf. col. 1, indicated lines 21 to 31, and col. 6, indicated lines 3 to 5, of US 4,122,187. 
051023 ^Ifi^ 
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late products, ie. acids or salts of the acids, aie the cause of, rather than the solution to, a problem 
would have had to consider it a bonus and not a drawback that the buffered mixtures of Gonthier 
et al. are, at least to a certain extetit, in liquid form. Accordingly, a person of ordinary skill in the 
art could not reasonably expect to produce any advantage or beneficial result by making the modifi- 
cation upon whidi the Examiner's arguments are based. 

Such motivation is also not apparent from the problem to be solved by applicants' invention. 
As stated in the foregoing, KoUmi et aL point out that the problem of odor is encountered with 
sorblc add and with double salts thereof and the teaching of Gonthier etal.i& silent on the issue of 
odor problems. Aperson of ordinary skill could therefore not find any suggestion hi the referenced 
art that the problem to be solved by appellants' invention could be addressed by the impregnated 
salts which are defined in appellants' Claim 1. 

Again, the Examiner merely made a selection and combination of statements from the refer- 
enced prior art in an attempt to reaeate the requirements of appellants' claims w*ich was guided by 
the elements of appellants' invention rather than by a teaching or a suggestion in the prior art or in 
the technical background. AJso, in Ught of appellants' requirement that the impregnated salt be a 
solid having a certain particle size, a modification of the teaching of Gonthier etal.asis necessary 
to anive at appellants' impregnated salts would clearly change the principle of operation of the mix- 
ture taught by Gonthier et al. The motivation to make the requisite change that is required for a 
finding of obviousness under the provisions of Section 103(a) is therefore lacking. 

Appellants* arguments why the Examiner's final rejection based on tiie teaching of van Ooi- 
Jen taken in view of the disclosure of Kotani etal.vfasin error are therefore equally applicable 
where the Examiner 's final rejection is based on the teadiing of Gonthier et at. taken in view of the 
disclosure of Kotani etaL is concerned. 

in. For the foUowine reasons, the Examiner's fbtditiff that amellants' Claim 22 is unpatentable 
under 35 U.S.C. SlOBrat in lieht of the teaching n fvan CUA\en fibid.) when taken in vif!w nfthe^ 
disclosure of Kotani et al. (ibid.) and further in view of the disclosure o/" Gonthier 6t al. (ibid.) ^ 
deemed to be in error. 

Appellants' Qaim 22 specifically requires that the carboxylic acid of the salt which is com- 
prised in the impregnated salt defined in Claim 1, as well as the carboxylic acid which is employed 
for impregnatmg the salt, be selected firom the group consisting of formic acid, acetic acid and pro- 
pionic add. y^)pellants' remarks on the issues I. and 11. are therefore fully applicable to the extent 
that the Examiner's final rejection of Claim 22 relies upon the teaching of van Ooijen taken in view 
of the disclosure of Kotani et al. or the teaching of Gonthier et al. taken in view of the disclosure 
of Kotani etal. 
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Additionally, to extent that the Examiner *s final rejection of appellants' Claim 22 requires a 
modification of the teaching of van Ooijen in light of the disclosure ofGonthieretaL, it is respect- 
fully noted that a person of ordinary skill in the art would not have been motivated to modify the 
compositions addressed in the teaching of van Ooijen in light of the disclosure of Gonthier et al 
as is necessary to arrive at the subject matter of appellants' Qaim 22, 

On the one hand, the pKa value of the propionic acid which is used in accordance with the 
buffered mixture of Gonthier et al. is by far too high to meet the requirements of van Ooijen that 
a carboxy lie acid be used which has a pKa \^iiich is lower than the pKa of the hydroxycarboxyUc 
acid which is present in form of its salt-C^^) Chi the other hand, benzoic acid has a melting point 
above lOO^C and therefore does not qualify as a carboxylic add which is liquid or becomes liquid 
at a temperature of 40^C or below as required in accordance with appellants' Qaim 22. It is also 
noted in this context that benzoic acid has a pKa of 4.21. Benzoic add is therefore not suited as an 
acid component in the admixture which is addressed in the teaching of van Ooijen^ because it not 
meet van Ooijen'^ requirement that the aliphatic add have a lower pKa than the hydroxycarboxyUc 
acid in the carboxylic acid salt. Vice versa, the combination of a propionic add salt with benzoic 
acid which is present in Gonthier et aVs bufifered mixture does not involve an impregnation of a 
salt with an add which is liquid or becomes liquid at a temperature of AXPC or below as required in 
accordance with appellants' claira. 

An attempt to include the disclosure of Gonthier et aL when considering the teaching of van 
Ooijen in light of the disclosure of KotanietaL therefore fails because a person of ordinary skill in 
the art would, again, not be motivated to make the combination of the references or the selection and 
combination of pertinent elements which is necessary to arrive at appellants* invention. 

Conclusion 

In light of the foregoing reasons and explanations, appellants respectfully urge that the Ex- 
aminer final rejection 

1. of appellants' Claims 1, 2, 4 to 19, 21 and 23 to 25 under 35 U.S.C. §103(a) as being unpatent- 
able in light of the teaching of van Ooijen when taken in view of the disdostire of Kotani et 
at,; 

11. of appellants' Claims 1, 2, 4 to 19, 21 and 23 to 25 under 35 U.S.C § 103(a) as being unpatent- 
able in light of the teaching of Gonthier et al. when taken in view of the disclosure of Kotani 
et al.; and 

in. of appellants' Claim 22 under 35 U^S,C. §103(a) as being unpatentable in light of the teaching 



(53) The pKa of formic acW is 4.77, the pKa of acetic add is 4.7S and the pKa of propionic acid is 4^8, 
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Of van Ooijen when taken in view of the disclosure of Kotani etal, and further in view of the 
disclosure of Conthier et al., 

was in error. It is therefore respectfully requested that the Examiner's respective rejections be re- 
versed. Favorable action is solicited. 

Please charge any shortage in fees due in connection with the filing of this paper, including 
Extension of rime fees, to Deposit Account No. 14.1437. Please credit any excess fees to such de- 
posit account. 



1300 Eye street, N.W. 
Suite 400 f&si Ibwer 
Washington, D.C. 20005 
(20^659-0100 

End.: CLAIMS APPENDIX 



JDV/BAS 



Respectfully submitted, 

Novak Druce DeLuca & Quigg, llp 



Jason D. Voight 
Reg. No. 42.205 
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Claims Appendix: 



1. 

2. 

4. 

5, 

6. 
7. 
8. 

9, 

10. 

11. 
12. 

13. 



Pending Clatm<!> 

Impregnated salts with a particle size of 10 jxm to 2000 \im comprising at least one salt of one 
or more carboxylic acids, which salt has been impregiiated with from O.S to 30% by weight, 
based on the carboxylic add salt, of at least one carboxylic acid that is Uquid or becomes liquid 
at a temperature of 40^C or below. 

Impregnated salts as claimed in claim 1, comprising at least one salt of a Ci^Cg-mono- or di- 
carboxylic acid, which salt has been impregnated with at least one Ci-Cs-monp- or dicarbox- 
ylic acid. 

Impregnated salts as claimed in claim 1, where the carboxylic acids in the carboxylic add salts 
and the carboxylic add used for impregnating the salts are identical. 

Impregnated salts as claimed in claim 1, wherein the impregnated salts comprise at least one 
salt selectedfrom the group of ammonium, potassium, sodium, lithium, magnesium or caldum 
salts. 

A preservative comprising an impregnated salt as claimed in claim 1. 

A preservative as claimed in claim 6, additionally comprising a carrier. 

A preservative as claimed in claim 6, which is coated with a protective agent which is soluble 
or swellable in water at 20°C 

A preservative as claimed in claim 6, wherein water-soluble polymers, organic adds, their 
salts or low-melting inorganic sahs are used as protective agents, 

A preservative as daimed in claim 6, further comprising a protective agent selected from the 
group consisting of polyethylene glycols, polyvinylpyrrolidones, Cs^C^ organic adds and 
their salts, and amino adds and their salts. 

A preservative as claimed in claim 6, wherein a dusting powder is applied to the surface in addi- 
tion to or in place of the protective agent, 

A process for producing impregnated salts as claimed in claim 1, which comprises impregnat- 
ing at least one salt of a carboxylic acid or of a mixture of carboxylic acids, with at least one 
liquid carboxylic acid until the concentration is 30% by weight based on the carboxylic add 
salt, 

A process as claimed in claim 12, wherein at least one carboxylic add is introduced mto a 
mixer, and at least one salt of a carboxylic add or a mixture of carboxylic acids is metered in. 
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14. A process for producing a preservative, which comprises mixing impregnated salts as claimed 
in claim 1 with one or more carriers and/or formulation auxiliaries, and agglomerating with 
or without the addition of at least one binder. 

15. A process as claimed in claim 14, wherein the preservative is coated with a protective agent 
which is soluble or sweUable in water at 200C and/or if required the flow characteristics of the 
preservatives are ensured by dusting with a finely dispersed dusting powder. 

16. A process for preserving human and animal food, wherein the impregnated salts as claimed 
in claim 1, or the preservatives are added to the human or animal food. 

17. A preservative as claimed in claim 6, additionally comprising formulation auxiliaries. 

18. A preservative as claimed m claim 10, wherein the protective agent is selected from the group 
consisting of C3-C5 organic adds and their salts. 

19. Apreservative as claimed in claim 18, wherein the protective agent is selected from the group 
consisting of citric acid, furmaric acid, succinic add, adipic acid, benzoic add and thefr salts. 

21, A process for acid treatment wherein the impregnated salts of claim 1 or the preservatives are 
introduced into or placed on an item to be treated, 

22. Impregnated salts as claimed in claim 1, comprising at least one salt of a carboxylic acid se- 
lected from the group consisting of formic acid, acetic add or propionic add, which salt has 
been impregnated with at least one carboxylic add selected from the group consisting of for- 
mic add, acetic add or propionic acid 

23- Impregnated salts as claimed in claim 22, comprismg an active substance content of from 68 
to 75% by weight, 

24. Impregnated salts as claimed in clann 22. comprising an active substance content of from 70 
to 73% by weight, 

25, Impregnated salts as claimed in claim 22, comprising an active substance content of from 70 
to 72% by weight. 
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